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DETAILED ACTION 



Claim Rejections - 35 USC § 102 



The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

1 . Claim 1 is rejected under 35 U.S.C. 102(e) as being anticipated by Nakamura et 
al. US 6,553,221. 

Nakamura discloses a method for notifying a mobile station 20a of incoming calls 
while the mobile station 20a is not reachable due to power-off or out-of-range (figure 1 ; 
column 3, lines 42-51 ). Nakamura teaches: 

receiving a call from a calling party directed to the mobile station 20a (column 3, 
lines 15-17); 

obtaining caller identification information on the calling party (column 3, lines 17- 



determining whether the mobile station 20a is reachable (registered) (column 3, 
lines 17-18, 42-51; column 5, lines 37-40); 



21); 
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if the mobile station 20a is not reachable, stored the caller identification (column 
3, lines 17-21), and checking the registration status of the mobile station 20a at a 
regular frequency until it becomes available (figure 7, step 11; column 5, lines 42-51); 

if the mobile station 20a becomes reachable, forwarding the caller identification, 
obtained during the operative unavailability, to the mobile station 20a for storage in a 
memory (missed call log) for display (column 3, lines 22-34). 



2. Claims 14-16 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Barvesten US 6,31 1 ,057. 

2.1 Regarding claim 14, Barvesten discloses a method of forwarding caller IDs, 
obtained during the operative unavailability of a mobile station 10, to a cellular 
telephone in figures 1-3. Barvesten teaches: 

receiving a call from a calling party directed to the mobile station 10 (column 5, 
lines 20-23, 59-62); 

obtaining caller identification information on the calling party from a calling name 
database (column 5, lines 27-43; column 6, lines 28-34); 

querying a home location register (HLR) for information indicating that the mobile 
station 10 is registered to receive calls (column 4, lines 1-20; column 5, lines 20-30, 63- 
66); 
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if the mobile station 10 is not reachable (registered), stored the caller 
identification in a caller identification queue (column 5, lines 38-43, 50-54; column 6, 
lines 5-1 0, 58-63; column 7, lines 5-10); 

if the mobile station becomes reachable (registered), forwarding the caller 
identification, obtained during the operative unavailability, to the mobile station 10 for 
storage in a display list (missed call log) for display (column 5, lines 50-54; column 6, 
lines 51-63). 

2.2 Regarding claim 1 5, Barvesten teaches determining whether the mobile station 
10 is switched on and within a service area (column 1 , lines 36-42; column 6, lines 51- 
53). 

2.3 Regarding claim 16, Barvesten teaches determining from a home location 
register (HLR) whether the mobile station 10 has become reregistered to receive call 
(column 4, lines 1-20; column 5, lines 45-47; column 6, lines 51-53). 



Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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3. Claims 1,3-6, 9, 12 and 13 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Barvesten US 6,31 1 ,057 in view of Nakamura et al. US 6,553,221 . 

3.1 Regarding claim 1 , Barvesten discloses a method of forwarding caller IDs, 
obtained during the operative unavailability of a mobile station 10, to a cellular 
telephone in figures 1-3. Barvesten teaches: 

. receiving a call from a calling party directed to the mobile station 10 (column 5, 
lines 20-23, 59-62); 

obtaining caller identification information on the calling party (column 5, lines 30- 
32; column 6, lines 5-10); 

determining whether the mobile station 10 is reachable (registered) (column 4, 
lines 1-20; column 5, lines 23-30, 63-66); 

if the mobile station 10 is not reachable, stored the caller identification (column 5, 
lines 38-43; column 6, lines 5-10), and detecting the registration status of the mobile 
station 10 whether it becomes available (column 6, lines 51-53); 

if the mobile station 10 becomes reachable, forwarding the caller identification, 
obtained during the operative unavailability, to the mobile station 10 for storage in a 
display list (missed call log) for display (column 5, lines 50-54; column 6, lines 51-63; 
column 7, lines 5-10). 

Barvesten teaches detecting the registration status (availability) of mobile station 
10, but fails to teach checking the status periodically. 
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However, Nakamura discloses an incoming call notification apparatus in figure 1. 
Nakamura teaches receiving an incoming call directed to a mobile station 20a; 
determining whether the mobile station 20a is operable; storing caller information; 
checking the availability status periodically; and if the mobile station 20a becomes 
available, forwarding the stored caller information to mobile station 20a for storage in a 
memory (missed call log) and display (Abstract; column 2, lines 56-66; column 3, lines 
15-51; column 5, lines 37-40; figure 7, step 11). 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to modify the Barvesten's reference with the teaching of 
Nakamura, so that a MSC 16 would have periodically checking the status of mobile 
station 10 to see whether it had become reachable (registered), because such 
modification would clarified Barvesten's teaching of how status detection was made. 

3.2 Regarding claim 3, Barvesten teaches displaying a question regarding whether a 
return call is desired on the mobile station 10 (column 6, lines 62-63). 

3.3 Regarding claim 4, Barvesten teaches displaying callers' information of missed 
calls on the mobile station 10 (column 6, lines 58-63). 

3.4 Regarding claim 5, Barvesten teaches that caller's ID includes telephone number 
and name (column 5, lines 33-43, 50-54; column 6, lines 28-34, 58-63). 
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3.5 Regarding claim 6, Barvesten teaches that a caller's information includes data an 
time (column 6, lines 42-49). 

3.6 Regarding claim 9, Barvesten teaches obtaining a caller's name from a calling 
name database (column 5, lines 33-43; column 6, lines 28-34). 

3.7 Regarding claim 12, Barvesten teaches determining whether the mobile station 
10 is re-reregistered to receive call (column 5, lines 45-47; column 6, lines 51-53). 

3.8 Regarding claim 13, Barvesten teaches querying a home location register (HLR) 
for information indicating that the mobile station 10 is registered to receive calls (column 
4, lines 1-20). 

4. Claims 7 and 8 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Barvesten US 6,31 1 ,057 in view of Nakamura et al. US 6,553,221 and further in view of 
Farris US 5,805,997. 

4.1 Regarding claim 7, Barvesten's reference, modified by Nakamura, teaches 
determining whether the mobile station 10 is reachable, but fails to teach transmitting 
IS-41 location request from a wireless switch to a home location register (HLR). 
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However, Farris discloses using a cellular digital packet data in a cellular 
network. Farris teaches that IS-41 protocol is used for communications between a HLR 
and a mobile switching center, or MSC (column 7, lines 54-67). 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to further modify the Barvesten's reference with the 
teaching of Farris, so that a IS-41 location request would have been transmitted from a 
MSC to a HLR, because IS-41 was a standard protocol used in North America cellular 
system for pre-call validation, and such modification would have clarified the 
Barvesten's teaching and would have made the modified system usable in America. 

4.2 Regarding claim 8, Barvesten teaches determining whether the mobile station 10 
is switched on and within a service area (column 1, lines 36-42; column 6, lines 51-53). 

5. Claims 10 and 1 1 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Barvesten US 6,31 1,057 in view of Nakamura et al. US 6,553,221 and further in 
view of Foti US 5,974,309. 

Barvesten's reference, modified by Nakamura, teaches obtaining caller 
identification information from a wire-line telephone and storing the caller identification 
information in a missed call log, but fails to teach obtaining caller identification 
information from a home location register (HLR) when a caller is a cellular subscriber. 
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However, Foti teaches using IS-41 signaling to query a HLR for calling line 
identification of a mobile station and sending the calling line identification to a called 
mobile station (column 4, lines 31-51). 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to further modify the Barvesten's reference with the 
teaching of Foti, so that the caller identification information would have been obtained 
from a HLR, and a IS-41 protocol would have been used for sending call identification 
information, because when a caller was a mobile subscriber, because such a 
modification would have enabled the modified system to obtain callers' ID from cellular 
networks. 

6. Claims 17, 20 and 21 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Barvesten US 6,31 1 ,057 in view of Skog US 5,930,701 . 

6.1 Regarding claim 1 7, Barvesten discloses a system for forwarding caller IDs, 
obtained during the operative unavailability of a mobile station 10, to a cellular 
telephone in figures 1 . The system comprising: 

a wireless witch (MSC 16) operative 

to receive a call from a calling party directed to the mobile station 10 

(column 5, lines 20-23, 59-62); 
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to obtain caller identification information on the calling party from a calling 
name database (column 5, lines 27-43; column 6, lines 28-34); 

to send the caller ID to a caller identification queue for storage, if the 
mobile station 10 is not reachable (registered), (column 5, lines 38-43, 50-54; 
column 6, lines 5-10, 58-63; column 7, lines 5-10); 

to forward the caller identification, obtained during the operative 
unavailability from the queue (column 7, lines 5-10) to the mobile station 10, if the 
mobile station becomes reachable (registered) (column 5, lines 50-54; column 6, 
lines 51-63); 

a home location register (HLR) operative 

determine whether the mobile station 10 is registered to receive calls 
(column 4, lines 1-20; column 5, lines 20-30, 63-66); and 
a the mobile station 10 operative 

to receive the stored caller IDs (column 5, lines 45-50; column 6, lines 55- 

58); 

to store the caller IDs in a display list (missed call log) (column 5, lines 50- 
54; column 6, lines 58-62); 

to display a indication of missed calls (column 6, lines 62-63); and 
to display the caller IDs (column 5, lines 50-54; column 6, lines 51-63). 
Barvesten teaches that the obtaining caller IDs, sending the caller IDs to a queue 
for storage and forwarding the caller IDs to mobile station 10 are performed by mobile 
switch center 16, not by HLR 18. 
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However, Skog discloses a system for providing caller ID within mobile 
communications network when a terminating mobile terminal is unreachable (not 
registered) (Abstract; column 2, lines 15-19). Skog teaches a home location register 
(HLR) 50 operative to obtain caller identification information on the calling party (column 
6, lines 57-67; column 7, lines 1-4); to determine whether the terminating mobile 
terminal is reachable (registered) to receive calls (column 6, lines 29-67; column 7, lines 
1-4); to send the caller identification information to a database for storage if the 
terminating mobile terminal is not reachable (column 6, lines 57-67; column 7, lines 1- 
4); and to forward the stored caller identification to the terminating mobile terminal if the 
terminating mobile terminal becomes reachable (column 7, lines 48-67; column 8, lines 
1-3). 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to modify the Barvesten's reference with the teaching of 
Skog, so that the obtaining caller IDs, sending the caller IDs to a queue for storage and 
forwarding the caller IDs to mobile station 10 would have been performed by a HLR, 
because a MSC and HLR were inseparable parts of a wireless network, and for which 
one to perform certain functions were a design choice. 

6.2 Regarding claim 20, Barvesten teaches caller IDs includes telephone number 
and name (column 6, lines 58-63). 
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6.3 Regarding claim 21 , Barvesten teaches caller IDs further includes data and time 
(column 6, lines 42-49). 



7. Claim 18 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Barvesten US 6,31 1 ,057 in view of Skog US 5,930,701 and further in view of Farris US 
5,805,997. 

Barvesten's reference, modified by Skog, teaches determining whether the 
mobile station 10 is reachable, but fails to teach transmitting IS-41 location request from 
a wireless switch to a home location register (HLR). 

However, Farris discloses using a cellular digital packet data in a cellular 
network. Farris teaches that IS-41 protocol is used for communications between a HLR 
and a mobile switching center, or MSC (column 7, lines 54-67). 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to further modify the Barvesten's reference with the 
teaching of Farris, so that a IS-41 location request would have been transmitted from a 
MSC to a HLR, because IS-41 was a standard protocol used in North America cellular 
system for pre-call validation, and such modification would have clarified the 
Barvesten's teaching and would have made the modified system usable in America. 
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Response to Arguments 



8. Applicant's arguments with respect to claims 1 , 3-1 8, 20 and 21 have been 
considered but are moot in view of the new ground(s) of rejection. 



9. Any inquiry concerning this communication or earlier communication from the 
examiner should be directed to Simon Sing whose telephone number is (703) 305-3221. 
The examiner can normally be reached on Monday - Friday from 8:30 AM to 5:30 PM. 
If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Fan Tsang, can be reached at (703) 305-4895. The fax phone number for 
the organization where this application or proceeding is assigned is (703) 872-9306. 
Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the receptionist whose telephone number is (703) 305-4750. 



Conclusion 





FAN TSANG 



S.S. 



06/08/2004 



